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Remarks 

^pBeants have fifed herewith a Request for Contmiied B^amin&tiaB^ and hereby 
authorise the deduction o£ aisiy : . fe€^ s - ioclMiiig ; ^'t^iatis. of time, &&m deposit ac^oiailt 

Claims I and 7 have been amended to mefede the limitetioB tl>^t mM y$t 1 has a sp^ific 
sutlaee area of 100-1 80 hi%. Support lor thfe amendms&t easily fouiid invp»apa|>h. \p&27} &£ 
the present $p€piflcistion, No ee^ matter h^ ititend^eitt 

EemarksIm Response ijglg vrai action 

AppIieahM Examm^r Contends th&r^ I and 7 to 

include the limitation that catalyst I has a specific surface area of 100-180 m'v'g would necessitate 
a new search and the amendment was thus not eMered. A|ip!icants respectfclly disagree with the 
Examiner as to tMife ; ^i^^^,ijic^^ that the original claims as filed iMMed the limitation that 
catalyst I and catalyst II have a Specific surface mm of "gteat^r-ifeaji.- f'0Cter*/g; ? .. Applicants 
submit that the range 100-1 8© nr/g is within the range of "greater than :10Cte%^ Otus the 
E^amiiw :hss^iK^rrec^ represmted that; an additional search would be necessary to .account : for 
the rango of 1 00- 1 SO m"Vg, 

Claims 1-4 and 6-10 have tead x^ected under 35 U.S.C. 103(a) as being unpal^tahle 
over yniied States Patent Number 6,086,749, Klfmer, et ah f 'ICmnwf •) in view of United States 
Patent Number %4i%j,41, Sehipdkr f ScMndler'l, The Examiner continues to describe the 
reasons for fej action of the indMdnal claims, and applicants will address these rejections hi the 
order %ied in the office action for co^plctpi^ss, 
Pi est Me j :gc*ri o n KM^ft ^ KSvC, 1 03 

Ckinis i aM 3^a^ : : :M^-rqected 35 XjVS^G. 103(a) as; feeing unpatentable over Kratlicr iii 
view of Schindler. 
EXAMINEES POSITION 

The Exaffliiier takes Ihe position that KMiiier discloses a process for the hydTOConvemioh 
of a hydrocarbon fe in the presence of a catalyst mixture of two catalysts that each eor^in 
Group VIS and ¥!H metais on a iwotss' organic support where- at least 15% of the total pore 
volume are in pores between shouts less than 10% of the total pore volume 

is in pores within the raiige of Q to I Qnm. The Examiner continue that the cataJy^ts of Kramer 
ha^e a surface area ranging feom at least about 200 to ahont 600rn2/g and a pore vol ume ranging 
from about 0,8 to ahont 3.0ce/g v The ExarniBer also states thai Kramer discloses that the 
^ffereiiee hetweeti the densities in the. Srs 1 and second catalyst can he ! 0Mv%. 
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The Examiner Botes,, however, &m ELramer dies not disclose feat the second catalyst has a 
t least 5% of tb^ pore volume in poms wMi a diameter of at least lOCMni; Howew/ ihe 
Bicatnmer eoiUends feat Se&itidler discloses a catalyst that has &2Sce/g out of t<20ec% m pores 
wifs a diameter of at least iOBilni:,; feoMnueS: tfeai S'cfeindfer disddsei (Mi this catalyst also 
lias Increased catalyst life. 

11icrefoi% the ExarniBer takes the position tiiat.it \wald have hee^ohviotis to one having 
ordin^ skill m tke art to modify the process of Kramer to Kielhde a catalyst that has Q.2See/g 
out of i JO ee/g mpoim with a diamefe 
Apfoc anW' Position 

App hearts ^ Exa?rnrM?r v ami applicants take the positioB that 

the present: utvention is not obvious in light of fee teachMp of Kramer m the teachings of 
Kramer in eoimhinaiibn with ScKMter . 

Hie present invention as amende relates to a process for- h^repmcessieg a heavy 
hydat>cp^^ Bii&ture used therein. The process involves cootactipg a heavy 

bydro^afbcm oil m the presence of hydrogen with a mixtuire of hydroprooessing catalyst I and 
h^rofroeessirjg catalpt: % and the catalyst mixture heroin claimed is the sruxium of 
hydropmeessing catalyst I and hydroprocessliig catalyst 11 Catalyst I eonipri sm a Group VIB 
paeM m$.:00mdly: a Groiip YIII metal 021 a porous iaoTgame carder; Catalyst I is further 
described as having a specific surface area of 106-1 80 a total pore vol ame of M least 0-S§ 
: ml%, and a pore v. size distribution for mh&iting sediixie^t forinatloB mid promoting a^ialtetie 
removal sooli thai at least 50% of the total pore vo feme in pores with a &mm eter of at I east 20 tmx 
(200 A ) a&d at iea^t $5% of the total pore voiimie in pores with a diameter of 10-120 nm (1C)0- 
1200 A), wherein less than 25% of the total pore volume of catalyst I is ib pores having a 
diameter of i-O tim (UK) A) or less, Catalyst II comprises a Group VIB rneta! m& optionally a 
Cirotip VIII metal on a porOM inorganic earner. Catalyst. II is further described as a 
sHdaee area of at least "100 m^/g* and a pore size distriteion fm providing oalafytle activity and 
mMbitkig sediiticiit forhiatioh such that a totaj pore volume of at least 0,55 ml% 30-80% of the 
pore volume in pores with a diameter of !()-2S ism (100-200 A), and at least 5% of the pore 
volume m pores with a: diairieter of at least 1 W nm (10® M t wherein less than 25 % of the total 
pom voMme of catalyst II is m pores having a diaTtj©ter of 1 0 hm (100 A) 0f less. Tile presmt 
claims further ioelade the Itehation that catalyst I Mas a -larger percentage of its pore voluiHe in 
pmm \Mth a; diameter of at leas! 20 mn £200 A) than catalyst IL 

i^ppiieant^ first take the opportupity that the teachings of Kramer roqmre thai the BET of 
both catalysis he at te^ 33, lines 6-1 1, Thi^s applicants take the position that 
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1km cutmnilj .m cMtm* hmmi m% BM^ Bkme or m%®$mm$/in light of Kxamer. Applicants 
&rtlt€r talce the position that tJie oombipMott of Kranler and ScliM&ler would, not opiate til6 
pr^seM elatas based on the BET limitation of catalyst I aknie. Applicants note feat Schiii^ler 
doss disclose at col 1, lines 56-60* that the cMalysts used therein east Mfe a. SET of . .at least 
12Jin% 5 and most generally fern 1 5d-300i» '/g-*, Hc?wever ? one haying ot^ma?^ slall m the/^rt 
wonld not fed it obvibos to use a oaialy^t fc k $ BET of les$ tliari be at test 20I)tb%, 
S(^indfet v iii a process that teaches that file BET of a first catalyst suitable lor use t herein be at 
least 200m^/g, Kramer, Thus, applicants tafe the position that the combination of Schmdler smd 
Kramer is iiiipraper, and applicants^ ^ to die position feat mm if deemed proper which 

applicants do not concede, would not be proper to p rovide lor a first oataly st as Is claimed 
through, :;th:e - present: amendment, Instead* one woidd oiity be taeght to use a catalyst having a 
BET of greater fh an WGnrig. 

Thus 5 applicants respectlxilly take the position that the .presently amonded claims are 
unofevions hi light of Kramer and Sehindler based on the BET of catalyst I alone. 

However, applicants i^^^tfeiliy poiixt.. -pul; that the present eMiiss ferther include the 
limitation that catalyst I has a larger percentage of its pore volume i n pores with a diameter of at 
least 20 mn (200 ji) than catalyst IT Applicants respeetffilly safemit tMt neither Kraniex, 
Sehindler, nor the combination of J&arner and Sehindler includes a teaefeing, motivation^ or 
suggestion that the first catalyst has a larger percentage of its pore volume in pores with a 
diameter of M !eksl 2Q xm (200 M titan the second catalyst to fact, Eraser k eohipletely silent 
as to maintaining the pore ^oliinie of either catalyst in relation to the other catalyst Note, since 
ScMndler only teaches a single catalyst, it is also completely silent as to the Mmitatioii thai the 
first catalyst has a larger pere^t&ge of Ms pore voIiiiBe iii pores with a diatneter of at least 20 nm 
(200 A) than the second eat&liyst 

With regards to claim % daini 3 is a depsM^ of the 

limitations of the claims from which it depends. Therefore, cMm 3 xnelndes all of the ligations 
of noVel, Independent Glato 1* md is #ierefore novel and onobvions m light of Kramer for* 
among other reasons, the reasons disenssed ahove, 

lihe Examiner is rcqnested to reconsider and withdraw this r^edion. 

S£€€>N1> R EJECTION ON&E& 35 l^S. C, Igg 

CMm 2 has been rejeeted nnder 35 U t S + C< XG3(a>W Kranier. 

The Exaihiner takes the position light of ICrainer for the reasons 

noted on page 4 of the office action. 
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Applicants respectfully disagree with the B^aniiBei, ,aad:a|^K^ife;t^@rtlbe position that 
date 2 is not obvious in light of the te&chmgs of Ktaxner. Claim 2 is a dependent cIm mid by 
d#Mtt&n include all .of the limitati ons of the claim s from win eh ibey efepetKt llierefee, claim 2 
iiielndes all of the limit&tioris of novo!* independent Claim L sod is therefore- navel and 
mmbrmixs in light of Kmin'er fo% among otfier re^ojis, ffe reasons discussed above, 

"The Exammer is requested to n^caxislder imd wilhd^w lliis. reJeciioB, 
THIRD :&mecb^ Ida : 

Claim 4 has hsm m$ mmd under 35 il S< Q: i(B(a) as being unpatentable over Kramer. 

The Ex aminer takes the position that Claim 2 is: oWkvas- In lighi of •Kr^'er for the reasons 
noted oil page 4 of the office action, 

ApplicMis \t^^^^^V0^g^^^^i the B&atnhie^ arid ipplicMits lake the position that 
Claim 4 is not ofevions in light of the teachings of Kramer, Claim 4 i s a dependent claim and by 
definition iricMde^ from whicM fhoy iepeiid. Thepe&re, elalro 4 

includes all of the IfeitaMons of n^veL ind^sndent Claim 1, m& is therefore novel m& 
unobvkms m llgM of Kmmer lor, #moiig ot&er reasons, the reasons disoasssd above, 

The Bxaniinc r is reqixested to i^censi^ this rej ection. 

Claim 6 has bem rejected under 35 U.SjC* 1 0S(a| as hehig unpatentable over Kramer, 
B^^in€;e ? s Fosnsoiv 

The Examiner takes the position that Claim 6 is obvious in light of the teachings of 
Kramer for the reasons noted on page 4 of tbo office acilo^ 

Applicants respect Mly disagree with, the: Examiner, and appli cants talcs the position that 
Claim 6 Is not obvions in ligjktof ^ Claim 6 is a dependent claim and by 

definition ineludes ail of the liniitatlons -ot^e^^i^i^m wtiieli it Ther^fbre v cfaini S 

includes all of the limitations of novd* independent Claim l >: aii.d is tteefee novel aid 
uiiobvious in light of KraMer amosig other reasons, the reasons discussed ahove. 

The Examiner is reqpe^ted to reconsider and withdraw this roj eoti om 
Wwm Jl$jmti0&. W np gg $5 UMM, 1 83 

Giainis 7 -and 9 have been rejected nnder 35 D>S*C, 103(a) as being unpataitaMe over Kramer in 
view of Schiiidfe, 
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The Examiner takes the position that Claim 7 is dfeyimis in. light of the te&^iitgs of Clark 
m eombimlipB with. SeliiMler for the masons m ted <$rs pages 5*7 of Urn ofBce action. Ib short, 
fife Ekammer has rejected CMni 7 for the same reasons discussed afeove to relation to the First 
Rejection under 103(a). The H^^^ Is also mject^a in light of these 

Applicants' Position 

Applicants ms^eetfclly disagree with :th0 : B^airiiB;0r 5 , atKl app&eai^E tafee the position that 
dairris 7 wM % as amended^ are not obvious il ^ the teachmgs 

of Kramer m mmMn^ on with Schindler. 

Ckta 7j as amended, relates to a nii&ture of h>^rdproeessiBg. catalyst I arki 
liyd^optoeessmg catalyst IL Catal y st I comprises a Gronp V1B metal and option al ly a Group 
VIII metal on a parous morgank carrier. Catalyst I is &tS3ier described as having a specific 
stirf&ee ares of 1 00- 180 -m^%- a total pore volume of al least Q35 ml/g. and a pore size 
diskifeiitioB fw itiMbitiiig sediment |onti;aifoit and proiBotfeg asph&ltene removal such that at 
least 50% of the tot&i pore voIutb^ in pores «th a diameter of at least 20 nm (200 !) and at least 
6S% of tlic total pore vo!&^ CMn. -C-li-lB*^-1^5S0^-A^ wherein less 

than W% of the total j?ot£ volume pf/cgtaJ^ a diameter of %Qim (IQQ &} ®T 

less, Catalyst II comprises a Group YIB r&etal and optioBally a Group ¥111 metal on a porcms 
Inorg&me carrier, CM&lyst II Is further described as a specific si^fece area of at least 100 nr/g ? 
and a pore size dfsMfeiitiot) for providing catalytic activity astd MhibltiBg sediment formation 
mxch that a total pore volume of at least 0.55 nit/g, 30*SC)% of die pore volimie in pores with a 
<Jiam€t^ of 10-20 jiin (100-200 A), and at least 5% of the pore volume in pores witli a diamete 
of at least 100 mn (iM$Q AX whereirt l ess than 2554 of the total pore vol ume o f catalyst B is in 
pores having a diameter of 10 urn (100 A> or less, The present claims furtlicr include the 
limit^don that eatal^t X has a larger percentage of its pom volume: tepees with a diameter o f at 
least 20 M p00 A) than mMjsi It 

Applicants first ifs^fe«; : tfefe 1 . op|^Ti"aiiit;^- that ti^c teaeliiBgs of ICrapier require that the BET of 
both eMaiysts b& at least 20C^/g, $ee eoL 33, lines Thm applicants take the position that 

the enri^iiiy amended Maims r based on BET alone or urxobvioos in light of EraiBor. Applioants 
father take the position that die eombm&Boin of Kramer m& $(Mmd}m would not obviate the 
present claims based on the BET liimtMion of e&talyst I alone. Applicants note that Schindler 
does disclose at eoL l f lines 56-61), tliat ibe c#a!yst$ psed tb^em cm have a BET of *V*ai least 
1 2$m~t% and niost generaHy from I SOrSQOm^g"- . ffowever, one having ordinary skill m the art 
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wmM not Unci it obvious to use a catalyst that has a BET of less than lie at least 2(M)m^g, 
Sehioctler, itl a process that teaehes feat the BET of a first catalyst stoltafele for use therein fee si 
least 200m^/ f£rgm^ Thus, appliearits take the posi ikm that the eombiiMicai of Schiiidler and 
Kramer is topmpen aM applicants iwther take the positldn : that ^ve^i . if 4semfe2 ; ;pm>j >^ whi&h 
applicants do not conceit would not fee proper to provide for & first catalyst as is claused 
through the present amendment. Instead^ one would only he taught to use a catalyst having a 
BET of greater than SOfe^/g. 

Thus* appileMits:: i^pectfelly talce the pmiiion feat the |Hm&ntiy an^entled claims are 
unohvi0Us In Jighf ^.i^feet Sehiiidl^r haseci m the BET of catalyst I alone, 

However, applicants respeetiiRy point out that the present cMnis fuxther iodude €he 
limitation that catalyst I has a larger percentage of its poi^ votoMe in pares with a diameter of at, 
least 20 nro (200 A) than catalyst TL Applicants respe€tM1y submit that neither fCraxner, 
Schindler, nor the eombtnatimi -of Kramer and Sehiiidter metodes a teacliii% mowatioBy. or 
suggestioii that the first catalyst has a larger percentage M its pore volume in pores with a 
#ame£er of at least 20 nm (100 A) thar* the secoixt catalyst. M feet &aii>er is completely silent 
m ts^vms^sd^^-pa^ vol ume of either c atalyst in relation to the other catalyst, Mote* since 
Sehindler only teaches & single catalyst, it is also completely silent as to th£ limitation th^ the 
first catalyst has a: teg&r pereeiitkge of its pore volujiie with a diameter of at least 20 « 

000 A) than the second cidpt 

With regards to claim 3, claim 3 is a dependent elahii ari$ by definition includes all of the 
limitatfeiis of the ela^m ^iii,w!iieh it depeiKis. Therefore, claim 3 mcfedes all of the limitations 
qf novel, .i^depejidfeiit Clahi* h and ?.s- therefore ito^ei and ariobvi.€>ti : s ' in lighf of : Kraiii%-" fw> - 
among other reasons, the Teasoiss discussed ahom 

Ilie ^amiiief is requited : io i^eo&sider aiid wi their this rejectior?. 

With regards to clatM 9* claim 9 m a depoMeiit elate by de Haitian includes- al l of the 
limilMiom af the eiaims. it>m whieliit depends> There&re, claim S imtmim ilt of the HmitatioEs 
orpoM, iBdepeadent Claim 7, and is therefore novel and Mtiebvi&as in fight ^ 
among other remans, the reasons discussed above. 

The Examiner is f eq nested to recoiiBider and withdraw ihi $ rejection , 

Claim 8 has been rej eeted under 3 5 t J- I (33(a) as being unpatentable mm Kramer, 

The Examiner takes the position that Claim 8 is qhvioiis in light of the teachings of 
Kmmer for the reasons nole^ on page 5 of the dillce action. 
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Applicants respeellMly disagree with : :; .^:Bx^t3|p^ : aiul applfea^ts tale the position ih&i. 
CMm M is not ohvkms ligiit of the teacshj&gs o^ E^araerv Chsirn S is a dependent claim and by 
definition includes all of the tteitatsons of the claims from which it depends. T&ere&te, cl&im 8 
includes all of the limitations of novel, itide^eM^nf Ciato 7, M Is therefore novel and 
imobvioiis M light of Kramer for, among ; &&m< reasons, the reasons dis cussed ahem 

Hie Exarnmer is requested to reeohsider and withdraw this r^ectiotL 
Seventh R^bcti^ Pnbee; 35 V*$j€. 3 03 

The Eminimer takes i he position that Claim 10 is ofevi0us in light of the teachings of 
Kramer for the reasons bo ted on page 6 of the o fH ce aetion. 

^P^lkarits, fa§p^ct&11y ^feagfefc :witli the Examiner, and applicants i^&the ipositibii- W&t 
Claim 10 is poi obvloii^ ii^ light of the teacMngs of i^amer. J O is a dependent clahri and 

by detlnitioit includes all <^-.'&m$tS3^^m^>0t'^ claims tram which it depends. Therefore, claim 
10 Includes all of the liixilfatiorss of iio^el^ mdependeist Cltlm % and is therefore novel and 
mmb vioixs in light of SQ^er for, ^iong other reaspns* the? reasons di s&y$sed ahom 

Tim B&mnm$ is ref nested to fecoMida- md withdraw this regeehon. 
Eight Rci&ctiqk jl&a gi 35 l&sa& J 93 

Claim 5 has bce^ 35 U.S.C* 103(a) as being onpaiem^ 

Scfhndter as applied to clafei 1> : mid ^&rfhfcr m view of United States Patent Numha^ 4,Q69 J 39 t 
Eiley, et aL Riley^}; 

Tfe .Exsiisifteir has cited l&kry :to provide disclosure of a heavy hydroaarhon food havrng 
the properties bo^^ action, 

Applicant with the ExMnMer, and applioants talte the position that 

Claim $ is rsot obvious m light of the ieachmgs of Kramer, in light of SchlTidler, in forther view 
of Riley, Claim 5 is a dependent claim and fey definition m eludes all of the limitations of the 
claims &oni v^^h. it depends, Tite^Fdre^ claim 5 includes all of the limitations of iiovei, 
independent Claim L and is mohvioirs m light of Eramer for. among other 

reasons, the reasons discussed above. 

The Examiner is r^q uested to reconsider arid withdraw this, mj ection. 



10 



Aiiy. Docket No T AeH-2977 XJS 



In. response to pe ai|iprt appUeapt Mm; pmsmtM in their previous response, the 
Bxarningr points m KraBiei* alone m support fm f he ;pam. size distribution discussed in the 
applicants response. 

Applicants note the E^mte.€F* &&otit^e^..wb okly in relation to the pons size distribution 
argued by applicants In their response, liowevet, appl ieahis raspccffijliy ask the Exapiiher to 
consider all of to the limitation that the first 

catalyst has a larger peroMtag^ of its pore vokinm m pores with a :&i aiBeter of at Wml 2(5 rnn (2 00 
A) tliati the second catalyst, fee BET of t&c cat^Iy^t I, as amended, etc. As noted above, 
applicants ' neither Sr^xlsx, SoJiin^ler, aor th^e comfefeauon of Kramer ari d 

ScliiBdler inMudes a teacliMg, moiiv^ticHi. or sugge$iion that the first catalyst has a larger 
percentage of i is pore voiu^ie in pores with a ^an^eier of at least 20 $m (2(K) A) tkmx the Seconal 
catalyst In feet. Kramer is cainpletely silent m m maintaining the pore volume of either catalyst 
in reJatiosi to the other catalyst, and since Sehmdler only teaches a single 0ata!ysi ? it is also 
completely silent as to tfc Itmlia^cm. that.: <M. . first catalyst has a larger pereenlage of its pcre 
voliime in pores with a diain^er of ^ least 20 hin (200 A) tliaii the second catalyst 

Based on the preceding amendments and-rem^k^ : thc .E^^iiii^r is. to: wi.tMraw : 

all ejections, reconsider aad withdraw all n^ections, aiid pass this application to allowance. The 
Examiner is cncpdniged to contact applicants' attorney should the Exanliiier wi sh to discuss this 
apphcanon .further. 
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